REMARKS 

Status 

This Amendment is responsive to the Office Action dated May 1, 
2007, in which Claims 1, 12 and 34-36 were rejected. Claims 2-11, 13-33 and 37- 
69 have been withdrawn. Accordingly, Claims 1,12 and 34-36 are pending in 
the application, and are presented for reconsideration and allowance. 

Claim Rejection - 35 USC 112 

Claims 1, 12 and 34-36 stand rejected under 35 USC 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards a the invention. 

The Office Action alleged it was unclear if the functional was part 
of the layer, or if the functional groups was overlaid atop the aforementioned 
layer. Claim 1 has been amended to specify the functional group is affixed within 
the gelatin, which is a component of the layer. 

The Office Action also alleged the term "reducing" is a relative 
term. Claim 1 has been amended to specify that the filler reduces the fluorescence 
of the microarray, relative to the inherent fluorescence of the native gelatin. 

Claims 35 and 36 have been amended to correct a minor 
grammatical error. 

Claim Rejection - Obviousness-Type Double Patenting 

Claims 1,12 and 34-36 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over U.S. Patent Nos. 
6,815,078 (Qiao) or 6,797,393 (Qiao). 

To promote prosecution, enclosed herewith, please find terminal 
disclaimers which obviate the instant rejection. Withdrawal of the rejection is 
respectfully requested. 

Claim Rejection - 35 USC 102 

Claims 1, 12 and 34-36, stand rejected under 35 USC 102 as being 
anticipated by US Patent No. 7,179,638 (Anderson). This rejection is respectfully 
traversed. 
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A claim is anticipated only if each and every element in the claim 
is found in the prior art reference. See MPEP 2131 .01, which states: 

A claim is anticipated only if each and every 
element as set forth in the claim is found, either 
expressly or inherently described, in a single prior 
art reference. Verdegaal Bros. v. Union Oil Co. of 
California, 814 F.2d 628, 631, 2 USPQ2d 1051, 
1053 (Fed. Cir. 1987). 

Claim 1 specifies the microarray includes at least one functional 
compound affixed in the gelatin. The invention of Anderson provides functional 
compounds affixed to the surface of the gelatin. Anderson fails to disclose 
functional compounds affixed in the gelatin. See column 8, lines 51-55 of 
Anderson, which states: 

An element of a microarray is formed by performing 
a polymeric strand, then incorporating a biological 
target molecule into the strand by a method 
including, but not limited to, diffusion from a 
solution containing the biological target molecule. 

Anderson produces polymeric strands and thereafter soaks the 
strands in a solution that contains a functional compound. In this manner, 
functional compounds are coated onto the surface of the polymeric strand. The 
functional compound is not disposed within the gelatin itself. Accordingly, 
Anderson fails to disclose at least one element recited in claim 1. As such, a 
rejection of claim 1 under 35 USC 102 is in error, and should be withdrawn. 

Anderson also discloses light absorbing materials that diminishes 
the fluorescence of analytes. Such a light absorbing material cannot fairly be 
considered a filler compound. The light absorbing materials of Anderson 
specifically absorb light, including the light emitted by the captured molecule 
when such molecule undergoes fluorescence. Such light absorbing materials are 
clearly not fillers. The filler materials disclosed in the specification do not absorb 
light. At best, when such particles are large, the particles might scatter, but not 
absorb, light. Moreover, the light absorbing materials of Anderson are not 
homogenously disbursed in a gelatin. See column 29, lines 34-52. Claim 1 has 
been amended to clarify these distinctions. 



R:\CSH Application Repository - US files\86363\86363us - OA - 05-0l-2007.doc 
Serial No. 10/682,271 



-13- 



Claims 12 and 34-36 are dependent on Claim 1, and therefore 
includes all the features thereof. For the reasons set forth above with regard to 
Claim 1, Claims 12 and 34-36 are also believed to be patentable. 

Claim Rejection - 35 USC 103 

Claims 1, 12, 34 and 36 are rejected under 35 USC 103(a) as being 
unpatentable over US Patent No. 6,815,078 (Qiao), in the alternative in view of 
US Patent No. 6,797,393 (Qiao). This rejection is respectfully traversed. 

The May 1, 2007 Office Action stated the rejection may be 
overcome by supplying . .an oath or declaration under 37 CFR 1.130 stating that 
the application and reference are currently owned by the same party and that the 
inventor named in the application is the prior inventor under 35 U.S.C. 104, 
together with a terminal disclaimer in accordance with 37 CFR 1 .321(c)." The 
requisite terminal disclaimers have been submitted in response to the 
aforementioned obviousness-type double patenting rejection. An appropriate 
declaration is submitted herewith. Reconsideration is respectfully requested. 

Claim Rejection - 35 USC 103 

Claims 1, 12, 34 and 36 are rejected under 35 USC 103(a) as being 
unpatentable over US Patent No. 7,01 8,838 (Murphy) in view of Anal. 
Biochemistry (Arenkov) or, in the alternative, over Int. J. Biochem. Cell Biol. 
(Marchina) in view of Arenkov. 

Murphy teaches the use of one or more monolayers, but fails to 
disclose at least one functional compound affixed in a gelatin. Moreover, the 
liquid crystals of Murphy are light absorbing crystals which cannot fairly be 
construed as filler particles. Since at least one feature of the claims is not taught 
by the prior art, a rejection under 35 USC 103 is improper, and should be 
withdrawn. 

Arenkov teaches a method for increasing the porosity of a gelatin 
with a cross-linking agent, thus permitting easier access to macromolecules on the 
surface of such pores. This easier access, in turn, increases the fluorescence 
signals of such macromolecules. The compounds added by Arenkov increase the 
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porosity of the gelatin, but do not reduce is fluorescence. Rather, they increase the 
fluorescence of the analyte by permitting more analyte molecules to react. 



includes all the features thereof. For the reasons set forth above with regard to 
Claim 1, Claims 12 and 34-36 are also believed to be patentable. Since at least 
one feature of the claims is not taught by the prior art, a rejection under 35 USC 
103 is improper, and should be withdrawn. 

Claim Rejection - 35 USC 103 

Claim 35 is rejected under 35 USC 103(a) as being unpatentable 
over Murphy in view of Arenkov in further view of U.S. Patent No. 6,649,312 
(Chari) or, in the alternative, Marchina in view of Arenkov in further view of 
Chari. 



Claim 35 is dependent on Claim 31, and therefore includes all the 



features thereof. For the reasons set forth above with regard to Claim 1, Claim 35 
is also believed to be patentable. 

Summary 

Should the Examiner consider that additional amendments are 
necessary to place the application in condition for allowance, the favor is 
requested of a telephone call to the undersigned counsel for the purpose of 
discussing such amendments. 



For the reasons set forth above, it is believed that the application is 



in condition for allowance. Accordingly, reconsideration and favorable action are 
respectfully solicited. 



Susan L. Parulski 
Rochester, NY 14608 
Telephone: (585) 724-4901 
Facsimile: (585) 724-9400 

Enc: Declaration Under Rule 130 
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